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DETAILED ACTION 
Status of Claims 

1 . This action is in reply to pre-appeal request decision on 04/20/201 0. 

2. Claims 1, 3, 4, 6, 8, 9, have been amended. 

3. Claims 12 and 13 have been newly added. 

4. Claims 1-13 are currently pending and have been examined. 

5. Claims 1-13 are rejected. 

6. This is a NON-FINAL action. Applicant's arguments in the pre-appeal request were persuasive. 
Therefore a new non-final action is provided. 

Information Disclosure Statement 

7. The Information Disclosure Statement filed on 12/10/2009 has been considered. An initialed copy 
of the Form 1449 is enclosed herewith. 

Claim Rejections - 35 USC §112 

8. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out 
and distinctly claiming the subject matter which the applicant regards as his 
invention. 

9. Claims 1-13 are rejected under 35 U.S.C. § 112, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

10. Claim 1 recites in the preamble "A computer implemented trading apparatus:" the body of the 
claim does not contain any limitations indicating the structure of the device. A system or an 
apparatus claim should always claim the structure or the hardware that performs the function. 
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Applicant's claimed limitations consist of modules (software according to the specification) that do 
not describe the structure of the device. Although the claim recites a matching processor; the 
specification recites: "the system comprises a number of remote terminals all connected to a 
central computer server comprising a matching unit including a computer processor" and further 
there is no clear mention of "a data processing module" in the specification. Therefore it is unclear 
whether the claims are directed towards software or structural components. The data processing 
module is interpreted to be the (CLICK TM) software. However, there is no clear indication 
whether the processor is running the module to carry out the recited functions. Appropriate 
correction is required. 

1 1 . Claim 1 recites: "a data processing module for creating a new derived order in a bond orderbook 
for a bond derived from one or more orders placed in a stripped bond orderbook for stripped 
bonds associated with the bond in order to increase trade matching opportunities in the bond 
orderbook". It is unclear how a bond is derived from the stripped bonds and how the stripped 
bonds are associated with the bonds. The specification does not provide a clear definition of the 
association (relationship). Further the matches are based on existing prices. The process 407 
collects sell prices for all stripped bonds required to form the bond the buyer has placed an order 
for. If there exists prices for all required stripped bonds. If the prices exist the matching process 
tries to match that combination of stripped bonds against the received bond order. Further in step 
409 if there exist prices for all required stripped bonds but one the system generates a derived 
order in the stripped bond market for the missing stripped bond at a price such that the 
combination of the stripped bonds including the derived order matches the order (page 6, 
paragraphs 1-3; of the originally filed specification). Therefore it is unclear how the new order is 
derived for the bond (instead of a bond price). The recitations in claims 2 and 6 of: "matching said 
bond order against a number of stripped bonds that aggregated forms a bond corresponding to 
said bond" is therefore similarly vague and indefinite. Further for claim 6 "said bond" lacks 
antecedent basis 

12. The dependent claims are rejected on their dependency to the rejected independent claims. 
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Claim Rejections - 35 USC §101 

13. 35U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent therefor, 
subject to the conditions and requirements of this title. 

14. Claims 2-6 and 12 are rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. 

15. Claims 2 and 6 recite a process comprising the steps of receiving an order, matching and forming 
a order or combination order. Based on Supreme Court precedent, a proper process must be 
tied to another statutory class or transform underlying subject matter to a different state or thing 
{Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); 
Gottschalk v. Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780,787-88 (1876)). 
Since neither of these requirements is met by the claim, the method is not considered a patent 
eligible process under 35 U.S.C. 101. To qualify as a statutory process, the claim should 
positively recite the other statutory class to which it is tied in a non-trivial manner, for example by 
identifying the apparatus that accomplishes the method steps or positively reciting the subject 
matter that is being transformed, for example by identifying the material that is being changed to 
a different state. Claims 2-6, 12 at issue does not use an apparatus and do not describe a 
process of manufacture or process for alteration of composition of matter. 

16. The dependent claims are rejected on their dependency to the rejected independent claims. 
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Claim Rejections - 35 USC §103 

17. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by 
the manner in which the invention was made. 

18. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Narayan et al. United 
States Patent Application Publication No.: 2002/0026399 in view of Gustafson United States 
Patent Application Publication No.: 2003/0225684 A1 . 

19. As per Claim 1, Narayan et al disclose the following limitations: 

■ a matching processor having an associated memory forming one or more orderbooks 
wherein both fixed-income instruments paying a coupon referred to as bonds, and fixed- 
income instruments not paying a coupon, referred to as stripped bonds, are traded (see 
at least Narayan paragraphs 0012-0014, 0016, 0026, 0049-52). 

Narayan does not disclose the following limitation. Gustafson, however, teaches the limitation as 
follows: 

■ a data processing module for creating a new derived order in a bond orderbook for a 
bond derived from one or more orders placed in a stripped bond orderbook for stripped 
bonds associated with the bond in the order to increase trade matching opportunities in 
the bond orderbook (see at least Gustafson paragraphs 7, 16, 26-27). 

It would have been obvious to one of ordinary skill in the art at the time of the invention to expand 
the system of Narayan to specifically include deriving bond prices from information related to 
stripped bonds. One would be motivated to do so to accurately match orders and provide the 
customer the required hedge or return on investment (see at least Gustafson paragraphs 16 and 
27). It is further pointed out that Narayan (in paragraph 0026) clearly discloses an order 
interpretation module that receives orders, matches orders and executes a trade upon detecting a 
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match. These are the obvious equivalents of a functional orderbook. In response to the 
applicant's contention that neither reference discloses or suggests matching orders. The 
examiner respectfully disagrees. Narayan clearly discloses an electronic database that receives 
stores, matches and processes orders from users (see Narayan paragraph 0022, 0026, 0029). 
Under the broadest reasonable interpretation, the converter unit of paragraph 26 (Gustafson) can 
obviously carry out the same function of deriving bond orders instead of energy 
instruments/commodities or securities. Under the KSR rationales the substitution of the object 
being ordered, matched and process (such as substituting energy units with bond order prices) 
would lead to the same operational result of matching the order and deriving an order for a 
combination trade of bonds instead of energy units. If the units don't fit, the order processing 
server generates derived orders of the energy contracts. It would have been obvious to modify 
this system and method to do the same for bonds and stripped bonds. (Gustafson 27 and 43). 

20. Claims 2, 5, 7, 10, 12 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Narayan et al. United States Patent Application Publication No.: 2002/0026399 in view of 
Gustafson United States Patent Application Publication No.: 2003/0225684 A1. 

21 . As per claims 2 and 7, Narayan discloses the following limitations: 

■ receiving from a trader a bond order to buy or sell a bond (see at least Narayan 
paragraphs 0016, 0026). 

Narayan does not specifically disclose the following limitation. Gustafson however teaches: 

■ matching said bond order against a number of stripped bonds that aggregated forms a 

bond corresponding to said bond order (Gustafson paragraphs 7, 16 and 26-27 ). 

■ As per claims 5 and 10: if a price exists for all required stripped bonds but one, 
generating a derived order for the missing stripped bond (see Gustafson paragraphs 7, 
13, 16 and 57). 
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■ As per further limitations of claims 12 and 13: wherein the matching includes matching 
the bond order with the aggregated number of stripped bonds which form the bond 
corresponding to the bond order (see Gustafson paragraphs 22, 43 and 59). 

■ storing in a bond orderbook the bond order received from a trader to buy or sell a bond, 
and aggregating the number of stripped bonds in a stripped bond orderbook in response 
to the bond order (see Gustafson 22). 

It would have been obvious to one of ordinary skill in the art at the time of the invention to expand 
the system of Narayan to specifically incorporate various units of securities that match the 
characteristics of the bond order and the available securities within the system. One would be 
motivated to do so to reduce difficulty to generate derived orders when trading combination 
contracts involving different energy commodities (Gustafson paragraph 10-11). The concept is 
analogous to the trading between the bond market and a stripped bond market. The concept of 
derived combination orders operates analogously whether it is for bonds for energy contracts. 
Narayan clearly discloses matching received orders in paragraph 0026. Narayan clearly discloses 
an electronic database that receives stores, matches and processes orders from users (see 
Narayan paragraph 0022, 0026, 0029). Under the KSR rationales the substitution of the object 
being ordered, matched and process (such as substituting energy units with bond order prices) 
would lead to the same operational result of matching the order and deriving an order for a 
combination trade of bonds instead of energy units/commodities. Gustafson clearly teaches the 
concept of combination orders and derived order (baits) as specifically set forth in the 
specification of the instant application. If the units don't fit, the order processing server generates 
derived orders of the energy contracts. It would have been obvious to modify this system and 
method to do the same for bonds and stripped bonds. (Gustafson 27 and 43). 

22. As per claims 3 and 8, Narayan discloses the following limitations: 

■ Matching the bond order against bids or offers for conventional bonds (see at least 
Narayan paragraphs 0011, 0013, 0016, 0026, 0029). 
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23. As per claims 4 and 9, Narayan discloses the following limitations: 

■ Before the bond order is matched against the number of aggregated stripped bonds 
checking if there is a current price for all stripped bonds required for the match (see 
Narayan 52 and 62-63) (price comparison is interpreted as check for prices) 

24. Claims 6 and 11 are rejected under 35 U.S.C. 103(a) as being unpatentable over Narayan et al. 
United States Patent Application Publication No.: 2002/0026399 in view of Gustafson United 
States Patent Application Publication No.: 2003/0225684 A1. 

25. As per claim 6, Narayan teaches the following limitations: 

■ receiving a stripped bond order to buy or sell a stripped bond (see at least Narayan 
paragraphs 0016, 0026). 

■ matching said stripped bond order against existing bids or offers (see at least Narayan 
paragraphs 0026, 0030, 0052). 

Narayan does not teach the following limitations. Gustafson however discloses the limitations as 
follows: 

■ generating a derived bond order based on a number of stripped bond orders (see at least 
Gustafson paragraphs 6-7, 26-27, 57) 

■ forming a combination trade between all stripped bonds required for a match against said 
bond order, including said stripped bond order, and said bond (see at least Gustafson 
paragraphs 7, 11, 16,22,26,27,43 and 57). 

■ As per further limitations of claim 1 1 : match said stripped bond order against existing bids 
or offers such that when said matching occurs for a pending bid or offer resulting from a 
derived order generated in response to trying to match a bond order for a bond against a 
number of stripped bonds and form as a combination trade between all stripped bonds 
required for a match against said bond order, including said stripped bond order, and said 
bond (Gustafson paragraphs 7, 11, 16, 22, 26, 27, 43 and 57). 
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It would have been obvious to one of ordinary skill in the art at the time of the invention to expand 
the system of Narayan to combine trading of multiple stripped bonds matching a bond order 
placed by a customer. One would be motivated to do so to optimize the trading process and to 
encourage quick and convenient transactions resulting in profitable returns on the investments. It 
would make investing in such instruments more cost effective. It would have also been obvious to 
one of ordinary skill in the art at the time of the invention to have generated (interpreted as 
created) a derived bond order based on number of stripped bond orders to modify the bond order 
matching module of Narayan. Under the KSR rationales the substitution of the object being 
ordered, matched and process (such as substituting energy units with bond order prices) would 
lead to the same operational result of matching the order and deriving an order for a combination 
trade of bonds instead of energy units/commodities. If the units don't fit, the order processing 
server generates derived orders of the energy contracts. It would have been obvious to modify 
this system and method to do the same for bonds and stripped bonds. (Gustafson 27 and 43). 



Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner should be 
directed to Abhishek Vyas whose telephone number is 571-270-1836. The examiner can normally be 
reached on 7:30am-5:00pm EST Mon-Thur, ALT Friday OFF. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Alexander 
Kalinowski can be reached on 571-272-6771. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) 
at 866-217-9197 (toll-free). If you would like assistance from a USPTO Customer Service Representative 
or access to the automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272- 
1000. 
/A. V./ 

Examiner, Art Unit 3691 

/Alexander Kalinowski/ 

Supervisory Patent Examiner, Art Unit 3691 



